a given product, an independent claim for a process specifically adapted for the manufacture 
of said product, and an independent claim for a use of said product" (PCT Gazette, page 
9475, section (e)). Accordingly, Group II, claim 12, directed to a process of making the 
compound of Formula I, depicted in claim 1, should be grouped with the claims of Group L 
Moreover, The PCT Gazette further states that "the words * specially adapted' are not 
intended to imply that the product could not also be manufactured by a different process" 
(PCT Gazette, page 9475, section (e)). Accordingly, more than one process "specially 
adapted" to the manufacture of a certain product can be claimed without contravening the 
imity of invention requirement and claims of Group III, claims 13 and 14; Group IV, claims 
15-22; and Group V, claims 23-30 should be included with the claims of Group 1. 



products. Specifically, the PCT Gazette states that unity of invention is considered to be 
present if "the basic chemical structures of the intermediate and the final product are the 
same" (PCT Gazette, page 9476, section (g)). Furthermore, the PCT Gazette states that "it is 
possible to accept in a single international application different intermediate products used in 
different processes for the preparation of the final product, provided that they have the same 
essential structural element" (PCT Gazette, page 9475, section (g)(ii)(B)(iv)). Accordingly, 
the intermediates claimed in claims 35, 37, 39, 41, and 43, that all share as an essential 
structural element with the compound of Formula I the baccatin IV configuration, in 
particular, the 7-i8epimer should also be included in the claims of Group I. 



14, 15-22, 23-30, 35, 37, 39, 41, and 43 should all be included in the claims of Group I. 
Accordingly, Applicants respectfully request that the restriction requirement be reconsidered 
and withdrawn. 

No fee is believed to be due for the submission of this response. Should any 
fees be required, please charge such fees to Pennie & Edmonds deposit account no. 16-1 150. 

Respectfully submitted. 



PCT Rule 1 3 also governs situations involving intermediates and final 



For the above reasons. Applicants respectfully submit that claims 1, 12, 13, 
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WTTY OF INVENTION 
PAILTI 

mSTRUCTlQNS CONCmiflSG tlNlTY OP IPIVBNTION 

(a) Unity of Inventioft. Xlule 13.1 d«a]s ^ih the reqiDra&ent of unit^ of Invention ami stales 
^ principle that an'mtemadonal eppUeaticm shodd relnte to ooSy one invenUon or, if ih«ie h mote 
Chan one ixivoation, Ifaat ihe iodusion of thoso inventions in ono intemation&l application is only 
pennitttd ifall inventiom aie so linked as to Ibnn a singto general inventr/e cxmcept. 

(b) Technical XlelatioiulUp. Rule 13:2 dfifines the Toethod fbr dctcmimiii£ whedisr the 
rcquirfiiraent of unity of invention is £adjfied in re$pecc of a of inventions claimed in an 
intamstiQzu^ appUcadon. Unity of invcntioii exists only whea there is a technical relationship 
among the claimad invBolioii6 involving one or more of fiic same or corresponding ^spedal 
technical ftfltures." Hie expression **spedal tochnieal features'' is defined in Rule 13^ meaning 
those technical features ^at define a contxfbution which each of the invendonB, considered aa a 
whole^ makes over the prior art. The detemjinadon Is made on die contents of the claims as 
interpreted in light of the descriprlon and drawings Qf any). 

(c) Xnd^cndent and Bepettdent Cbiiois. Uni^ of uivendoa has tn be considered in the first 
place only hi relation to the todepeodem claims in an inlemeticnai eppltcailoa and not the dependent 
daltn^. By *'depondem*' claim is meant a claim which contains all die featuces of anotfaa* claim and 
ifl in tha same eategory of clami as that other dalm (the expression '^category of clum** refen in g to 
the cjassifieation Of Claims according to the sut^eet maccer of the Invention claimed - for examptej 
product; process* use or apparaius or meana, etc). 

(i) If the independent clahns avoid the prior ait and satisfy the requirement of micy of 
invention, no pxx)blem of laclc of unity arises in respect of any claims ttiat depend on the independent 
clalnas. In poitioular, it does not matter if a dependant claim icself contains a. lUrOier invention. 
Equally, no problem Btiaea in tiie case of a genufi^pedes situation v/bere the genns claim av<rfds tho 
prior art. Moreover, no problem arises bi tbs case of a combination/subcombi&ation situatio]) where , 
4ie sObeomblnation claim iwoids the prior azt and iha eomfamation elaim Inchides at! the features of' 
the subcomhuiRtion. 

Qi) l£f however* an independent dcioi does not avoid the prior art» then the quesdon 
whether there is still an inventive Ikik, between all the cl^ms dependent on that claim needs to be 
careAiUy considered. If ttier^ is no link remaining^ dn otyection of lac]c of unity a postarion (that is, 
arising only aftOT assessment of the prior ari) may be raised. SimilAr consldeiations apply k the case 
of a genus/spedas or combinadon/isubeombinzdon situadon. 

(iii) This method for detennining whether unity of invention exists is Intended to be 
applied even bafbce the eommencement of tha ioteniational search. » search of the prior an 

is made, an initial determiAattoa of unity of uveodon. based on the assumption that the dalms avoid 
the prior art, may be reooosldcred on the basis of the results of the search of che prior art. 
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(d) XUiutmdonj of Pftrticnlftr SltuatloiLS. There are three particular sliuationa for which the 
method for detamuninfi; unity of invention cooteined m Rule 13.2 la escpl^ited in grener detail: 

(]) comUnatioiu of different categories of olaima; 

(U) ao-cdlled *7^^farlcash prectice**^ and 

(110 intenuediate end ftpal products, 

Prinqiples for Uxe hxterpretation of the method oontaisod in Rule 13^ in tiie contesct of each of 
Ifaoso sltustiQns arc set out below, h Is understood that the principles sec out helow irej in all 
instaAces^ Lnterpratations of and not exceptions to die reqniftments of Rule 13.2. 

Examples to ^i^t 1a undentandlofi the tace i pieu a lon OA ihe three Biesu of special concem 
refiaited to in the preceding par^eraph era £01 out below, 

(a) Combinatloas of Different Categories of Cleims. The method fbr detfirminSng iinity of 
Invention under Rulo 13 ahall be construed ai pormittim, In pazticuSar, the Inclusion of any one of 
the following combinations of claims of different c&tegories in the san^e intemational «^pllcation: 

00 ia addition to vn independent eluim fbr ^ given product, an independent claim £or a 
process qtecielty adapwd fbr the mafiu&ctuze of the said pradiiei, and no Ind^endent 
claim for a U3c of the said product or 

(f i) in addition to an indcpendi^ot claim for a given process^ an independent claim for an 
apparatus or means specifically designed fbr carrying out the «ald process, or 

(ill) in addition to an independent claim for a given product, an Independent cUum for a 
process specially adapted fbr the manufacture of die said product and an independent 
claim for an apparatus or means specifically designed fbr cexiying out ihe said 
process, 

it being understood that a process Is specially ^apted for the manufiictuze of a product if {t 
Inherently rssulcs In the product and that an epperams or means is apecifically designed fbr cuiying 
out a process if the contribution over the prior art of the apparatus or meaitf corr^spo&da to the 
contribution the process mokes over the prf or art. 

ThuSy a pipcesa shall be considered to be specially adapted for the manu&cture of a product If 
the claimed process inherently results in the claimed product with the t^^hnfrnl reladonship being 
present between the claimed product and elahned process. The ^rds ''specially adapted" are not 
intftndedto imply fbat the product could oot also be manuftcnired by a difierent process. 

Also an apparatus or means shsll be considered to be ''specitlcaliy designed fbr carrying our' a 
claimed process if the contnbuHon over the prior an of the appaiatxis or means corresponds to the 
oontribudon the process makes over ihe prior an. Consequently, it would not be sufficient that the 
appArtttus or moans is mere^ capable of being used in caiiylng out die claimed process. However, 
tho eo^Xttaaion "spedflcally dosigned^* does mot imply that the apparatus or means could not be used 
for caziymg out aocrtfaer piDcess. oor that the process could not be cenied out using an altemactive 
apparatus or m^ans. 

(f) **IVX?rkusfa Practice.*' The sitnariOH involving the so-callcd "'Maricush practice** wherein 
a single ohilm defines alternatives (chemical or non-chemical) is also governed by Rule 13^. In dils 
special sltuadoo, the requirement of a .technical intBrxeladonah^ ^d the same or corresponding 
special techmcal features ai defit^ in Role 13.2, shall be eonsidered to be met when the 
akemotlves are of a similar flflnire. 
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■< 

(\) VJhtn the MarlGosh grouping u for aitemativQa of cheoucnl oompounds, they shall be 
regaided as being of a SlAlUar nflturc where the fbUowliig crifiBria zro fiiifilled: 

(A) aUaltem^vesbmaconunonpcopeiry CTeccivity.and 

(BX^) A common structure is present Le., a significant structure element is shared 
by all of altexnatlvea, or 

CB)(2) in cases where the common structure c&zmot be the imxfying crlterU^' all 
' filteisafitives bdotig tD a recognised claas of chemical eompouads in ihe 
which "ttie lAve&tion peitaioe* 

(ii) In pezagrEiphCO(0(BXl)» ahove. The iwoids "significant stn»Gtwel element Is Shared 
by eiJ of tho alternatives" refer to cases where the compounds share a common Chenucal Etructore 
which oeeuples a large portion of thdr stn mni ie s . or fa case tfte compounds- have In common only a 
small portion of their strnctures, the comilionly shared structure consthutcs a atrucruraUy distinctivB 
poition in view of eousting prior air. The stnictural element may be a siogto component or a 
ooxsbinatfOA of indMdoal componeirts Uidced'toBedier. 

Qlxi In pBragr^h(fXLXBX2)h Sibove^ the words '"recognized class of chemical 
compounds'* mean -fliat there Is an expectation ham the knowledge In the art that membexe of the 
class will behave in title some way In the context of the claimed ixiventioa In other words* each 
member could be substituted one for the other, wftti the eo^eetatkm IliBt the seme inbendcd result 
would be achieved. 

Qv) The tact that the «lt«maihres of a Maricush grouping ean be dl£6srently classi&ed shall 
no^ taken alone, be eonsldexed to be JuatlficatloD ftr a findhsg of a lack of unhy of invention. 

(V) When dealing with BLteraattves, if \x can be shown that at lean one Maricush 
alternative Is not novel over the prior art &e question of unity of invention shall be reconsideied by 
the examiner^ Kcconaideialioa does not necessarily imply tbat an objection of lack ^f unity shall bo 
iwod« 

(g) Intermediate and Final ProdQCts. The situation involving Intermediate and find 
producis Ifi also govcnted by Rule 13,i, 

Q) The tetxn "intemicdlflte^ is intended to mean Intennediate or starting products. Such 
produote have the ahili^ to be used to produce final pro duets through a phy^cal or chetnical change 
In which tiie hUemiedSaie loses iis (denthy. 

(il) Unity of invention shall be considered to be presem in the context of Internkcdlato 
and final pxuducts where the Allowing two condidons are ftilflUed: 

(A) the intennediate and final products have the same essential structuzal element, in 
that: 

(t) the basic chemical structures of the intetmediatc and the final products 
are the samSp or 

(2) iho chemical strucmrcs of the two products are technically closely 
inteneloted, the Interme^ate xneerpcratiz^ on essential structural element 
mtn the final products and 

(B) ^c intcimedi^te and final prpducta are tcchnicalb' inrerrelated, this meaning that 
the flTiai product is manufbotured directly fiom the intennediate or Is separated 
from it by a small number of intermediates ell containing the same essential 
strvbDiiiziBi efedfMit 
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(ill) Unity of Invention may also be coasidered to be present bscween intfctmedlaze and 
flnal products of which the structures art not known -for example, as betweoi an intenncdjate 
havtne a known stxucturo and & final product tho stnittUTB of which Is not known, or as between an 
inten&ediata of unloiown structure and a final product of unknown ftnieture. In order to satisfy 
unity in auch cases, there shall be suffident evidence to lead one to coDchidc that the hnennediate 
and final products are tedtoteally cloaely inientlatcd as, for example, when the Kntaxmedlflte 
cotitBlns tha aame essential element as the final product or Ineoipoiates an essential element into die 
final product ' 

(Iv) It is poasibLe to accept in a single intcniatioaal application di^ent iatennedlate 
products used m difforent processes for the preptoation of the tlnal product, provided that they have 
^ aame essendal stnictural eietnefiL 

(v) The fntencdediate and ttnal products shall not be separated. In ttie process leadinfi; 
finom one to iho othor. by an intenncdiate which la not new. 

(vi) If the saxne intematloi^ application filaixns dlfierdnt Imctmediates far difieruit ' 
Structural parts of the final product, unity shall not be reg&nlcd as beinf present between the 
jntermefifltes. 

(vii) If the intermediate and final products are familiss of compOands^ each intermediate 
compound Shall correspond to a con^und clalcQed In the fsmily of the final products. HowevcTr 
some of thia final products mvy have no cotrespondhig compound in the fsanlly of the ihtermediatie 
product so tfaac ih* two ihmilios need not be absolutely confiiuenL 

(h) As long aa unity of invention can be recosnized applying tZie above Intcipretadons, the 
fvct that; besides the ability to be used to produce final products, the intermediates also exhibit other 
pos^ble alZifiGts or activjtiei shall not afibct ttie decision on unhy of invention. 

(i) Rule 13.3 requires that the dctenninaiion of the existence of unity of Invention be madis 
without F^enl to whether the inventions are claimed in separate claims or as alteinatives within a 
single claim. 

C) Hule 133 is not Intended to constinite an encouragement to the USe of alt«roathres wi^in a 
single claim, but is intended 10 clarify that the criteiiDn for the dctsrmicstion of unity of invention 
(namdy. the method contained in Rule 13^2) remains the same regardless of the form of claim used^ 

(X) K^ilc 13.3 does not prevent an International Saaxchlns or Preliminary Examining 
Authority or sn Office ftom objectine to alteit^tives being contained within a single claim on the 
basis of considerationa such as clarityp the oondseness of claims or the clalxna fte system applicable 
in that Autfaorhy or Ofiiofi. 



[Aaneac B, Part 2, follows] 
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[ANNEXE, CONTTNUEDJ 
VART2 

EXAMPLES CONCERNING UNITY OF INVENTION 

The application of the principles of unity of Invention is illustrated by the following ex^ples 
ftr guidanee In putioulBr cases. 

L CUUMS IN X>IFF£RENT CATEGOIUaCS 
■ 

Example 1 

Claim I : A mothod of numufflcturizig chemical substance X* 
Claim 2: Substance X, 

C]alm3: Theu^of^Ub^tanceXAsanitifiecticidc. 

Unity exists between claims 1, 2 and 3. The speQial technical feature eommon to atl Qie 
claims is substance X 

Example Z 

Claim 1: A, process of mAnufkcture comprising steps A end B. 
Cl«Lim2: Apparatus jpecifiCBl^ designed for canyin£ out step A, 
Claim 3: Apparaius spocificelly designed for cenying out step B. 

Uni^ exists between cliInLS 1 and 2 or becween claims 1 and 3. There ia no unity becwedn 
claims 2 and 3 sinee there exists no common special technical feature between the two claims. 

Example 3 

Claim 1: A piocess lor paindns an article in which the paint contains a new rust inhibiting 
submace X including tiie steps of atomizing the pomt u^ing comprossed sir, 
electrostatiGady ohatging the etottiizsd paint using a novel elccuode arrangement A 
and directing the paint to the article. 

Clalzn2: A paint containing substance X. 

Claim 3 : An appai^tus including electrode aoangement A. 

Unity exijta between claims 1 and 2 where the commoti special technical feature is the paint 
containing subetance X or between claims 1 and 3 where ihe common special Cechnical 
feeture is the electrode arrangement A. 

However, unity is lacldng between claims 2 and 3 since there exists no common special 
tBcfanieal feature between thotn. 
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Example 4 

Claiin 1 ; Use of a j^mily of compounds X es insectlcidos. 
Claim 2: Compound X| bolimging to fvnily X. 

PravUed Xi hes iha in^ceUcjilal activity and the speoial technical fisaturo in claim 1 i9 the 
inseoticidal use» um^/ b presttsiL 

EaoimplaS 

Claim 1: A process Ibr ^teatrag texciJes compridna Spraymg the maicrial with a particular 
cotfdng cqmpositioii under £pac!al comdidons (s.g., a$ to tdoaperature^ ixradlatlon). 

Claim 2: A vmdlc matcnal ^azed accordinS to the process of claim 1, 

Claim 3: A sprayzng ma/^hloa for use in the process of el^m 1 and chara^eatzed liy a new 
no^e auangcment providing a better disiribution of the compasidon being 
sprayed* 

The process according to deim 1 impajts unexpected properties to the product of claim 2. 

The apecia] technical feature In claini 1 is the u&e of special process conditions con^spondlng 
to what is made neces^eiy by fha choice of the particalar coating. Uohy exists between 
claims 1 and 2, 

The spraying machine in claim 3 docs noC GQirespond to the above identified special tficfanlcal 
ftature. Um^doesnotesdatbetweenclaunSanddalma 1 8nd2. 

Exdimple 6 

Claim 1: A fuel burner with tangential fiiel inlets into a mixing chamber. 

Claim 2: A process for making a fuel burner including the siep of forming tangential £bel 
inlets into a Tniariwg ehaxnber. 

Claim 3; A process for making a ftici burner including Citing A. 

Claim 4: An appwratUd for canying out a process fbr maldng a fuel burner i&duding 
feature X resulting in tiie fbnnadon of tangential fuel xnlets. 

Claim 5: An apparatus for canying oul a process for maldng a fool burner including a 
protectrre bousing B« 

Claim 6; A process of manuftcturing carbon black including the step of tangentially 
tntroducing foel into a mixing chamber of a fiicl burner. 

Unity exists between claims 1, 2, 4 and 6. The special technical feawre common to all^ the 
claims is tbd tangential fiiel inlets. Claims 3 and 5 lack unity with claims l, 2, 4 and 6 since 
dahns S and 5 do not include the same or conesponding special technical feature as set forth 
. inctaims 1.2.4and6. aaJms3and5 wo«ldatoolacfcuniv^*««"»°*^"^ 
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Example 7 

ClBim 1: A hlg^ corrosion resistant ana lugh strength ferritic £iaiziie&5 sieel strip consisting 
essentially at in peroom by weight: Nl-i.0-5.0; Cr-15-19; Mo=»I-2; eind the 
balanco Fe having a thickness of between O.S aad 2,0 mm sad a Oi2^ yiold dtreDgth ' 
in excess of 50 ktfmm squamL 

Claim 2: A method of producing a high eonosion resistenc add high STOlgth fenUac stainless 
steel strip oonsistlng essential^ of, in percent by weight: >H«C0-5,0.- Ci=15-'19; 
Mo»l -2;. and die balance Fe, comprising the steps of: 

hot rolling to a thickness between 2.0 and 5.0 tnm; 

annealing the hot rolled strip at 800-1000 degrees C under substantially non- 
oxidians eondhlons; 

cold rolling the strip to a thiebiess of between 0^ and 2.0 turn: aiui final 
annealing th« cold mlled strip at between 1 120 and 1200 degrees C for a period 
of 2*^ minutes. 

Unity eadsts between product claim 1 and process claim 2* The special technical Xbatuxe in 
the product claim is ti>e 0^9^ yield scrength in excess of 50 kg^mm squared. The process 
steps In claim 2 inheiently produce a feiriliD ateinLess steel strip witii a 0.2% yiold strengih in 
excess of 50 xgtoiti squared. Even if this ftature is not apparent i^om the wording of claim 2, 
It is clearly disclosed in the description. Therefore said process steps are the special technical 
feature which coirespcmd to the limitation in the product claim directed to the same ferritic 
surinlass Sieef with the clumed Kttwug t l i ehaiacteiistlcs. 



tt CtAlMS m THE SAME CATEGORY 



Example 8 

Claim 1 : Plug char^ctBrized by fseture A. 

Claim 2: Socket characterised by coirespoac^ng fe&rure A. 

Feature A Is a special technical feature which is Included in boib el&ltns I and 2 and ttierefore 
unl^ is present. 

Example 9 

Claim 1 : 'nansmstter provided with time axis expander for video sigoals. 

Claim 2: Rjeceiver provided with lifne axU compressor Ibr video steals received. 

Claim 3: TtonsmissiOA equipment for video signals comprising a transmitter prorvided with 
time axis expander for video signalB and a receiver provided with time axis 
eompT«ssor fi>r video signals received. 

The special technical Icahires are in claim I the time axis eocpander. and la elaim 2 the dma 
axis eompressorj which are corresponding technical features. Unity exists between claims 1 
and 2. Claim 3 includes both special tectinical features and has un|^ with claims I and 2. 
Ttie requiiement for unity would still be met in the absenee of the combination claim 
(claim 3). 
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XxfimpSe 10 

Claim 1: Conveyor belt with fepiure A- 
Ctfiim^: Conveyor belt with feature B. 
Claim 3: Conveyor belt •«Vlth features A + B. 

Feature A la a special technical fcaiure aad feature B is qnother unr^attd special te<ihflA<»l 
faatuxe. UdiIY exists betweoa claims I and 3 Of between claims 2 and 3, but not between 
claims 1 and 2. 

X^xample 11 

Claim 1: Cimtroldfcuit Afbrad.c,mQtxir. 
Claim 2: Control circuit B for a d.c motor. 

Claims: An appamiia Including e d-c, meter vdth control ciituix A. 
Claim 4: An ■pparotus including a ±c. motor with oontiol drcuh B, 

Contiol circuit A iS & special technical feature and control circuits is another imrelated 
special technical featmtj. Unity exists between claims 1 and 3 or between claims 2 and 4, but 
not betvraen dsums 1 and 2 or 3 and 4. 

Example 12 

Claim 1: A display with Matures A B. 

Claim 2: A display accoiding to elaim 1 with eddiiionai £»anire C. 
Clalm3: A display with features A + B with additionia feanire D. 

Unity exists between clalnia 1^ 2 and 3, The special tecfaniffal ftamrc common to all the 
claLcas is fbatuies A + B. 

£xampld X3 

Claim 12 Filament A for a Itoip, 
Claim 2: Lamp B having fiLament A. 

Claim 3: Scarohlight provided with lamp B having filament A and a swivel arranecment C. 

Unity exists between cliUms 1. 2 and 3. m special technical featarc common to all the 
claims is the filament A. 
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Euttple 14 

Clahn 1: A markuiB device tar mazking animals* comprisiiig a disc-^sbiiped element with a 
stem exfaending nannoUy ttierefiom. the tip of -which 19 designed to be driven 
tbrou^ Ibe ^km of Has aimnal to l»e murked, and a securing disk dement to be 
l^enod 10 the pronuding lip of the stem on the other side of sIdiL 

Claim 2: An apparatus for applying the mezking device of claim 1, constiucted u a 
pneumatically actuated gun for driving iSaib stem of tiie disc-shaped eiemont tfanaugjh 
the sldn. and provided with fr.92pportbg sui^e ad^tsd £br talcing up a secxornie ' 
disc elemeni^ to be placed at the other ude of the body portion in question of the 
animal to be martced. 

The special technical feature in claim 1 is the marking device having a dise-sh^ed elemeat 
with a stem* and a securing disc element to be fastened to the tip of the stem. The 
eorrespotidbig special tochnical Mature In claim 2 is the pneumatically actuated gun for 
driving ttiB mazldng daviee and haviJiS a dUppOiting SMrfhtt for the securing disc element 
Unity exists between claims 1 and 2. 



Claioai: CompoimdA. 

Claim 2: An insecticide composition comprising compound A and a cazrier. 

Unity exists between daims 1 and 2. The special technical featura common to aU the claims 
Is compound A4 



Example 16 

Claim 1: An inaectzcide compoaition comprlsuxg compound A (consisting of at, a;i .») and a 
carrier. 

Claim 2: Compound aj. 

All compounds A are not claimed in the product claim 2 for rcasom Of lack of novelty of 
some of them far Instanea. Thors is nevertheless sdll unity between the sufageet matter of ^ 
claims 1 and 2 provided a^ has &e inseeticidal activity which is also the spoGlal teehnlcaj * 
feanije ior eOmpO^d A in claim 1. 



Example 17 

Claim 1: ProteinX 

Clahn 2: DNA sequence encoding protein X- 

E^qiression of the DNA sequence in a host results in the production of a protein which is 
determi^ad by the DNA flequence. The pr<>tem and the DNA sequencre exhibit corresponding 
speciAl technical feaitures. Unity between claims 1 and 2 U accepted. 



PilfiE13l20'RCVDAT1llfH/2ll034:2fc3eilM|E^ 

Gl'd 3'8d 01 yd IC:0I C002 PI iDO 



- K-S0:(ss-unu)NOIIVdna.:(ilS9,i:SINa.m«{auJ!i)^^^^ 

14/10 '03 lOtJa PAI +39 O2T8307a fiBU Q|01«/020 



Mo. 24/1996 PCT GAZETTE - 5ECTIOX IV 94U 

m. MAXUCUSH PRACTICE 
Esainple IS — eomnioa sUiictxirc: 

Clttim U A eompound of ttie fbimulA: 



whorein R* !s selected from the groi^ constatag of phenyl, pyridyl. thiazolyl, trorinyl, 
aUcyhhio, alkoxy and methyl; R*-4l* aie mafliyl. ber^yl or pJwnyl. the cimpounds &ze 
U3C&1 05 phannaceuticals for the piaposc of cmhttiotag the capacity of the blood to absorb 
oxygen. 

In this case the indolyl moiety Is the slgnificam structural clement which is shared by all of 
the alteroalivoa. Sine© all the claimed compomids are alleged to possess Ihc aame iztility, 
unity is present 

Example 19 — eommon atrneture: 

Claim 1: A compound of The fonnula: 

R-N=C-CH Z 

whewin R| Is solected from the gioup consisting of pbenyi pyridyl, tluaiolyl, txiazlnyl, 
alkyltWo ftlkoxy and methyl; Z is selected firam the group eoosistmg of oxygon (O), 
siilAir (SX iralno (NH) and methylene (-CHi-). eompoimds are alleged lO be uscM as 
pharmaceudcalfi for relieviog lower beck pain. 

In this particular e«e the immothloetber group M=OSCRj linked to a six atom rins is flie 
slgnificanl wuctural elemecJ winch is shared by all the aitcmattves. Thus, smcc all the 
claimed compounds are alleged to possess the same use, unity would be present. AsiX 
mambeml hcttroeyclic ring would not haye been of mifficicnt stoUarity to allQW a Matknsh 
grmipmg exhibiting Uirity, ahHwit some teaching of equivaleece in the prior art. 

Example 2D — common stxiteture: 

Claim 1: A eompound of the fbrniula; 



wluareiii R.' is mcihyl or phenyl, X and Z *« aelwted *«m cMygan CO) and sulfer (S). 

Tht compmmda tt« vatm as Jhamweuticals and contain liw 1 ,3-thl«Dtyl sutwtimaK wMeh 

TClievers ftrlMadashes md astopiad aHfi-iiillwwoatoiy agWH.- 
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All compounds share a common chemical structure, tho thiazolfr rixi^ and the atom 
heterocyclic compouiul bound to an imino group, whioh occupy a large portion of iheir 
structure. A abt mctttbetfid heterocyclic ring would not have been of sufficient similarity to 
Allow a Markush grouping exhibiting ua)l(y« absent some Tftanhing of aquivftlsnoe in the prior 
art 



Egample 2X ^ common atmcture: 

o g 



-^!-^QhI-och,ch,o^^I-P>-1och,ch,o^h 



1 £ 10 

200 2 n-*-ci;& 100 



X: <|^^H^CH,0- or <f3^ 



CH,0- 



All of tha above copolymers have in coounon a tiicnnal degradation assistance property, due 
to *e reducBd number of free COOH rwJicaU by wtriflcrtlon wia X of the end CCXJH 
radicals which cause t&crmal degrwtation. Ths chemioal stiuetines of aheniattvw tn 
considered W be tecMcally closeJy JntarreliiMd to one ttothor. A groining in one alum is 
therefbre allowed. 



Exaxapl« 22 " eommoB stni«tttre: 

O O 
I! 



(polybeKBmediyleaeterepbfiiBlanO 
100 2 n & 50 




X: (Ty-CHp- or ^ 

The compound obt-lned by eslerifyins the end COOH t-dio«l of known polyhexa- 
mothylenetetcpWhaleto v*rfth ^O^O- hu a thcimHl degradation resistant pfopcrty. due 
to the reduced nmnber of fiee COOH radicals which caiise thomial deBradahon. In conwst, . 
Se compound obteined by «terifrh»g the and COOH mdieel of JCW^™ ^^V^^^ 
methylenetercphthalatc with a vinyl oompound containing n CHj - CH-O-CHaO- mole^ 
serves as a mw matoial fot a setdng reaiti when mixed with unwturated monomer and cured 
(addition zeactioD). 

, . AU eaten covwwi'by Iho-claim do not hsve a piapW bFactfWty Tn coriiin ri. Fdr ^plo. 

^rSStl»ongh esteritic-tion with the "CH, - CH" vinyl compound do« not. 
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have a theimal degrtdatloft resistant properly. The grouping in a ainglc applioatioa cs not 
allowed. 

Example 23 —No oominon structare: 

Claim U A herblcidai composition consiatoii cssentiaUy of an offocttve amount of the 
Oixture of A 2,4^DC2,4-cllclilorophenoxy acetic Ofixd) and B a second Iwfrbteide 
5olecstBd teni tho grtup conristiws of copper sulftcte. sodium chlorate, ominoiuittn 
8ui&m«te, Bodium trichloioafictate. dichloropropiodc acid, 3-amino-2;5^ichloro- 
benzoic acid, dlphcnwxud (an aadde), ioxynU (mtrile)^ dinosett Cptenol). trtfluralin 
(diniirtanmne). EPTC (thiocarbamaw) and simtfdsne (ulwrfna) along with an mat 
canief or diliicttL . 

The diffferem components under B must ba atambara of a yeco^zad chw of compounds. 
CoJiSi^ » ttopr««t case a nnity objection wotild be raised because Hie member of B 
S^^o^d as a cla» of compounds, b* to fact, represent a plurality of classes which 
may be identified as ftllowe: 

a) inorsaaSe aalts; 

copper sulfi^tce 
sodium chlorate 
aiDxnonium sulfaxnato 

b) areanle salts and carbooyUc addi: 

sodium trichloroaceiete 
dichloroprop ionic acid 
3-amlno-2^-dJchJoroben2olc acid 

e) aknldcs: 
diphenamld 

d) nitrtlas: 
ioxynil 

e) pbenols: 
dinoseb 

f) amSnea: 

trifiuialin 

e) heterocyclic: 
simazlne 

Bxample24 

Claim I: Qiulyst fcr v«por phase oxidation of hyd««rbi.ns. which consist of (X) or 
(X + ft). 

In Ifato «c«nple'0Q «dd»«a RCH, into RCH,OH and (X * xidtos RCH, fiutter into 
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5otb catalysts share a cosimon component and a ooznmon activity as oxidation cac^yst for 
RCHa. WHfa (X a) the ondation u mora completn and goas until the caiboxyiic acid is 
formed but tlia activity still ramuna tiie same. 

A Macku^ta grouping is acceptablo. 



IV. XNTEBMEDXAIX/F1NAI.PIIODTJCTS 



Example 25 

Claim I: 




(intennediate) 



Claim 2: 



N 



1 



N 

O- 



-p; 

II 

Y 



(final product) 



The cheniical stiuctures of tbe intcnnediato and final product are techmcally closely 
intazxelmd. The eaaential amiciitral element incoipotated into the final product is: 



N 

I 

O 

Tberefbrt, unity exists between claims 1 and 2. 
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Example K 
Claim l: 




03 



Claim 2: 




(m [s doseribed BS ao intennediate to mate CO- The closure mechanisin i» one weU toown ta 
S «L ^uafa b«io stnictum. of compound (Q (Gn^ P^Jduct) <>nd compound W 

Both compounds share a comMon eiseimal simetui^ «lement 

comprisfag d« two phenyl rings and (he trtaote rins. ITic eh«njcaU*uotareB of the t«;o 

The «cBmpl« therefbre wAs&n *e itqubraeat for unhy of invention. 



Example 27 

Claim 1 : Amorphous polymer A Ontannediaift). 
Claim 2: Ctystallino polymer A (final product). 



fa this ««mple iLfilm of th* amotphous polymer A Is Stretched to it «y*Whne^ 
^Tc^beceu-e fl«« it infiSmedlete &«1 pn,d«ci xetedoa .n that -noqihous polymer 
A 19 used as astartms prodnct to prepare oystaUmo polymer A- 
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For purposes Of further illustration, assume that the polymer A in this example is 
polyboprene^ Here Che intennediete, eniorphou& polyfsoprene and the final product, 
ciystaltine polyisoprenc have the £&me cfaemical strueture. 



Claim 1: Polymeric eompOUAd useful as fiber matenai Identified by the following general 
formula: 



'[repeaiiog unit IX)1 




OCHjCHjOH 



Claim 2: Compound identified by the following general formula; 
(useful as intemiediate fof polymeric compound I) 



H- 




-OCHjCH^OH 



(primary condensation product) 

The two inventions are in an mtomediate and final product reiadonshlp. 
Substance (II) Ifl a raw msberial for subscance (!). 

Meaxvwhile, both compounds share an essential structuial element (repeating unit (X)) and art 
technically closely Incexrelated^ The InietmedisJte end final products therefore satiisj^ the 
requirements fpr unity. 

Example 29 

Claim 1 : Novel compound having atnicture A (Intcmiediaie). 

aalm 2i Product prepared by reacting A with a substance X (Final Product). 

Example 30 

Claim 1: Rjeaciion product of A and B (Imcrmediaie). 

Claim 2: Frodiici prepared by reacting the reaction product of A and B with ^ubjtances X 
and Y (Final Product). 



PAGEiaaO^RCVDAT 10114/20034:28:36 AM pM^^ 



61 'd 



B'Sd 01 



2C:0I C00Z P\ IDC 



14/10 'Oa 10: 4Z FAX >38 _flmiUm>. BBB 18020/020 



No. 24/1 996 

■l 



PCT OAZETTE- SECTION IV ^^^^ 



In lauunules 29 and 30 the cli«mJ«a strocture(s) of th« inttimedlw and/or the final product Is 
?ot1^i? *e ^ca« of tl« product of dWm 2J^^ 'J^,^^^ 

CJO) the snucturts of the p«duct. of claim I (the totermcdiae) (*e W |«odu^ 

2b mtoowu. Unity cxiss If th«« b ^dcdcc which vrould Jead one to conclude ^ 
ehoneteristic of the fcul product .vlnch b the mv^ativc fcenire m the ca« « d«e » the 
^t^^^ For ««BPlq. the pwpose for tisteg the intermediate* m (29) or (30) (s to 

SS^cSSteJSpSSJrfthefiS^duct. ■^'^'''^^y''i^^TJT^^^y^ 

SrsTeeSoVSowfas the effect of the tewmwiiHte en the find ^^^^J^ 
^d«ic« ejdm men there is no UfliSy on the baeis of an mtennedi«t«-tnel product 
relationship. 



(Annex C fellows] 
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